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DETAILED ACTION 

Claim Rejections - 35 USC §103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

1. Claims 1-7, 9-12, 14-17, 19-20, 24-25, 28-30, 34-35 and 37-38 are rejected under 35 
U.S.C. 103(a) as being unpatentable over Mathis (US 2003/0083046 Al) in view of Goto et al. 
(US 2002/0160824 A 1). 

Regarding claim 1, Mathis discloses a communication system comprising: a server 
having a service element for providing the service (see par. 0019, the server 1 12 provides a 
current presence status to each client device, online status or offline status) and a data store for 
storing the identities of users of the communication system that are registered to the service (see 
par. 0015 and par. 0019, the contact lists are stored in a memory of the server 1 12); a user 
terminal has a data store arranged for storing a plurality of user identities forming a first set of 
users (see par. 0018, contact list is stored in the memory of client device). Mathis does not 
mention a user terminal that is capable of initiating verification of the registration of one or more 
users of the communication system to the service by transmitting to the server one or more 
messages indicating the identities of the said one or more users; wherein: the, and the user 
terminal has a user interface arranged to present to a user of the terminal a single command 
option in response to selection of which the user terminal automatically transmits to the server 
one or more messages indicating the user identities of the first set of users for verification of 
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which users of the first set are registered to the service. Goto et al. teach a user terminal that is 
capable of initiating verification of the registration of one or more users of the communication 
system to the service by transmitting to the server one or more messages indicating the identities 
of the said one or more users; wherein: the, and the user terminal has a user interface arranged to 
present to a user of the terminal a single command option in response to selection of which the 
user terminal automatically transmits to the server one or more messages indicating the user 
identities of the first set of users for verification of which users of the first set are registered to 
the service (see par. 0098; item 'Buddy search' is selected by the player from the menu screen 
430. When the activity item 'llfflf, 1 111111 is transmitted from the cellular telephone 2 to the 
game server 1, the data for the iWHWlllfl screen is read out from the event memory 150 by 
the !"f?St?-?SS processor 108 is transmitted to and displayed on the cellular - ) 

Therefore, it would have been obvious to one of ordinary skill in the art at the time the invention 
was made to provide the above teaching of Goto et al. to Mathis so that user can user or player 
can invite another user or player to attend the chat room or play game each other. 

Regarding claim 17, Mathis teaches a method for checking which users of a 
communications network are registered to a service of the network, the method comprising: 
storing the identities of the users of the communication network that are registered to the service 
in a server (see par. 0015 and par. 0019, the contact lists are stored in a memory of the server 
1 12); storing a plurality of user identities of the communications network in a user terminal as a 
first set of users (see par. 0018, contact list is stored in the memory of client device). Mathis does 
not mention presenting a single command option via a user interface to a user of the user 
terminal; in response to the selection of the command option, automatically transmitting one or 
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more messages indicating the user identities of the first set of users to the server; and verifying 
by means of the server which users of the first set are registered to the service. Goto et al. teach 
presenting a single command option via a user interface to a user of the user terminal (see par. 
0098; the activity item "Buddy search" is selected); in response to the selection of the command 
option, automatically transmitting one or more messages indicating the user identities of the first 
set of users to the server (see par. 0098; the "Buddy search" is transmitted to the server 1); and 
verifying by means of the server which users of the first set are registered to the service (see par. 
0098; the data for the buddy search is transmitted to and displayed on the cellular phone 2). 
Therefore, it would have been obvious to one of ordinary skill in the art at the time the invention 
was made to provide the above teaching of Goto ct al. to Mathis so that user can user or player 
can invite another user or player to attend the chat room or play game each other. 

Regarding claim 19, Mathis teaches a user terminal capable of operation by a user for 
registering to a server of a communication network, the user terminal comprising: a data store for 
storing a plurality of identities of other users of the network (see par. 0018, contact list is stored 
in the memory of client device). Mathis does not mention a user interface arranged to present to 
the user of the user terminal a single command option, and a translation element for cooperating 
with the user interface such that upon selection of the single command by the user, the 
translation element generates one or more messages which are automatically transmitted from 
the user terminal to the server for verifying which of the other users are registered to the server. 
Goto et al. teach a user interface arranged to present to the user of the user terminal a single 
command option (see par. 0098; the activity item "Buddy search" is selected), and a translation 
element for cooperating with the user interface such that upon selection of the single command 
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by the user, the translation element generates one or more messages which are automatically 
transmitted from the user terminal to the server (see par. 0098; the "Buddy search" is transmitted 
to the server 1) for verifying which of the other users are registered to the server (see par. 0098; 
the data for the buddy search is transmitted to and displayed on the cellular phone 2). Therefore, 
it would have been obvious to one of ordinary skill in the art at the time the invention was made 
to provide the above teaching of Goto et al. to Mathis so that user can user or player can invite 
another user or player to attend the chat room or play game each other. 

Regarding claim 24, Mathis teaches a method for checking registration status of users, 
the method comprising: storing a plurality of user identities in a user terminal as a first set of 
users (see par. 0018, contact list is stored in the memory of client device). Mathis does not 
mention presenting a single command option via a user interface to a user of the user terminal; in 
response to selection of the command option, automatically transmitting one or more messages 
indicating the user identities of the first set of users to a server where identities of users that are 
registered to the service are stored for verification of the registration status of the users. Goto et 
al. teach presenting a single command option via a user interface to a user of the user terminal 
(see par. 0098; the activity item "Buddy search" is selected); in response to selection of the 
command option, automatically transmitting one or more messages indicating the user identities 
of the first set of users to a server where identities of users that are registered to the service are 
stored for verification of the registration status of the users (see par. 0098; the "Buddy search" is 
transmitted to the server 1 and the data for the buddy search is transmitted to and displayed on 
the cellular phone 2). Therefore, it would have been obvious to one of ordinary skill in the art at 
the time the invention was made to provide the above teaching of Goto et al. to Mathis so that 
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user can user or player can invite another user or player to attend the chat room or play game 
each other. 

Regarding claim 28, Mathis teaches a method for providing users with information of 
service registration status of other users of a communications network, the method comprising: 
storing identities of users of the communication network that are registered to a service in a 
server (see par. 0015 and par. 0019, the contact lists are stored in a memory of the server 1 12); 
user identities of the first set of users as stored in the user terminal (see par. 0018, contact list is 
stored in the memory of client device). Mathis docs not mention receiving from a user terminal 
one or more messages indicating user identities of a first set of users, wherein the one or more 
messages are generated based on user identities of the first set of users as stored in the user 
terminal and automatically sent in response to selection of a single command option; and 
verifying which users of the first set are registered to the service. Goto et al. teach receiving from 
a user terminal one or more messages indicating user identities of a first set of users (see par. 
0098; the activity item "Buddy search" is selected), wherein the one or more messages are 
generated based on user identities of the first set of users as stored in the user terminal and 
automatically sent in response to selection of a single command option (see par. 0098; the 
"Buddy search" is transmitted to the server 1 and the data for the buddy search is transmitted to 
and displayed on the cellular phone 2); and verifying which users of the first set are registered to 
the service (see par. 0098; the "Buddy search" is transmitted to the server 1 and the data for the 
buddy search is transmitted to and displayed on the cellular phone 2). Therefore, it would have 
been obvious to one of ordinary skill in the art at the time the invention was made to provide the 
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above teaching of Goto et al. to Mathis so that user can user or player can invite another user or 
player to attend the chat room or play game each other. 

Regarding claim 34, Mathis teaches a server for providing users with a service via a 
communications network, comprising: a service element for providing the service (see par. 0019, 
the server 112 provides a current presence status to each client device, online status or offline 
status); a data store for storing identities of users of the communication system that are registered 
to the service (see par. 0015 and par. 0019, the contact lists are stored in a memory of the server 
1 12). Mathis does not teach a controller configured to process one or more messages received 
from a user terminal and indicative of user identities of a first set of users, wherein the one or 
more messages are generated based on user identities of the first set of users as stored in the user 
terminal and automatically sent in response to selection of a single command option, and to 
verify which users of the first set are registered to the service. Goto et al. teach a controller 
configured to process one or more messages received from a user terminal and indicative of user 
identities of a first set of users, wherein the one or more messages are generated based on user 
identities of the first set of users as stored in the user terminal and automatically sent in response 
to selection of a single command option, and to verify which users of the first set are registered 
to the service(see par. 0098; the "Buddy search" is transmitted to the server 1 and the data for the 
buddy search is transmitted to and displayed on the cellular phone 2). Therefore, it would have 
been obvious to one of ordinary skill in the art at the time the invention was made to provide the 
above teaching of Goto et al. to Mathis so that user can user or player can invite another user or 
player to attend the chat room or play game each other. 
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Regarding claim 35, Mathis teaches a program product, comprising machine readable 
program code for causing performing of the following steps: storing a plurality of user identities 
in a user terminal as a first set of users (see par. 0018, contact list is stored in the memory of 
client device). Mathis does not mention presenting a single command option via a user interface 
to a user of the user terminal; and in response to selection of the command option, automatically 
transmitting one or more messages indicating the user identities of the first set of users to a 
server where identities of users that are registered to the service are stored for verification of the 
registration status of the users. Goto et al. teach presenting a single command option via a user 
interface to a user of the user terminal (sec par. 0098; the activity item "Buddy search" is 
selected); and in response to selection of the command option, automatically transmitting one or 
more messages indicating the user identities of the first set of users to a server (see par. 0098; the 
"Buddy search" is transmitted to the server 1) where identities of users that are registered to the 
service are stored for verification of the registration status of the users (see par. 0098; the data for 
the buddy search is transmitted to and displayed on the cellular phone 2). Therefore, it would 
have been obvious to one of ordinary skill in the art at the time the invention was made to 
provide the above teaching of Goto et al. to Mathis so that user can user or player can invite 
another user or player to attend the chat room or play game each other. 

Regarding claim 37, Mathis teaches a program product, comprising machine readable 
program code for causing performing of the following steps: storing identities of users of the 
communication network that are registered to a service in a server (see par. 0015 and par. 0019, 
the contact lists are stored in a memory of the server 1 12) and user identities of the first set of 
users as stored in the user terminal (see par. 0018, contact list is stored in the memory of client 
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device). Mathis does not mention receiving from a user terminal one or more messages 
indicating user identities of a first set of users, wherein the one or more messages are generated 
based on user identities of the first set of users and automatically sent in response to selection of 
a single command option; and verifying which users of the first set are registered to the service. 
Goto et al. teach receiving from a user terminal one or more messages indicating user identities 
of a first set of users (see par. 0098; the "Buddy search" is transmitted to the server 1), wherein 
the one or more messages are generated based on user identities of the first set of users and 
automatically sent in response to selection of a single command option (see par. 0098; the 
"Buddy search" is transmitted to the server 1); and verifying which users of the first set are 
registered to the service (see par. 0098; the data for the buddy search is transmitted to and 
displayed on the cellular phone 2). Therefore, it would have been obvious to one of ordinary skill 
in the art at the time the invention was made to provide the above teaching of Goto et al. to 
Mathis so that user can user or player can invite another user or player to attend the chat room or 
play game each other. 

Regarding claims 2 and 4, Goto et al. also teach wherein the users that are registered to 
the service form a second set of users and the server comprises verification means for 
determining which users in the first set are also in the second set (see pars. 0098-0103); wherein 
the user interface is arranged to present to the user of the user terminal a farther command option 
for selecting which of the users of the first set that are registered to the service to subscribe to 
(see pars. 0098-0103). 
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Regarding claim 3, Goto et al. also teach wherein the server sends a result message to the 
user terminal, the result message comprising the identities of the users of the first set that are 
registered to the service (see par. 0098). 

Regarding claim 5, Mathis also teaches wherein each user terminal is a client terminal 
and the communication system operates in a client-server mode (see par. 0019). 

Regarding claim 6, Goto et al. also shows wherein the client terminal is arranged to 
communicate with the server using a fixed line network (see fig. 1). 

Regarding claim 7, Goto et al. also shows wherein the client terminal is arranged to 
communicate with the server using a wireless communication network (see fig. 1). 

Regarding claims 9-10, Mathis also teaches wherein the server is a wireless village server 
and the service element provides a presence service (see par. 0019); wherein the presence service 
can provide information indicative of at least one of the following attributes: terminal 
availability, user status, user location, user moods and user interests (see par. 0019). 

Regarding claim 11, Goto et al. also shows wherein the server is connected to a gateway 
server arranged to operate in a server-server mode (see fig. 1). 

Regarding claim 12, Goto et al. also shows wherein each of the user identities is indicated 
by at least one of: a wireless village identifier, name, telephone number, IP address and email 
address (see par. 0103). 

Regarding claim 14, Mathis also shows a second user terminal which communicates with 
the user terminal via the server (see fig. 1). 

Regarding claims 15-16, Mathis also teaches wherein the server is capable of transferring 
substantially instant messaging between the user terminal and the second user terminal (see pars. 
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0010-0012); wherein both of the user terminals are capable of sending presence data representing 
the status of their respective users to the server in an asynchronous manner, and the server is 
arranged to, on receiving that data, store that data, and subsequently, in response to the receiving 
a request from at least one of the user terminals for the presence data of the other user terminal, 
to transmit the stored presence data of the said other terminal in a substantially instant manner to 
the said one of the user terminals (see pars. 0010-0012 and par. 0019). 

Regarding claim 20, Goto et al. also teach means for receiving from the server a result 
message indicating the identities of the other users that are also registered to the server (see par. 
0098; the data for the buddy search is transmitted to and displayed on the cellular phone 2). 

Regarding claim 25, Goto et al. also teach receiving a result message indicating the 
identities of other users that are registered to the server (see par. 0098; the data for the buddy 
search is transmitted to and displayed on the cellular phone 2). 

Regarding claim 29-30, Mathis also teaches determining which users in the first set are 
also in a second set, the second set comprising users that are registered to the service (see pars. 
0018-0019). Goto et al. also teach sending a result message to the user terminal, the result 
message comprising the identities of the users of the first set that are registered to the service 
(see par. 0098; the data for the buddy search is transmitted to and displayed on the cellular phone 
2). 

Regarding claim 38, Goto et al. also teach subsequent to determining which 
users in the first set are registered to the service, performing of a further step of sending a result 
message to the user terminal, the result message comprising the identities of the users of the 
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first set that are registered to the service (see par. 0098; the data for the buddy search is 
transmitted to and displayed on the cellular phone 2). 

2. Claim 13 is rejected under 35 U.S.C. 103(a) as being unpatentable over Mathis (US 
2003/0083046 Al) in view of Goto et al. (US 2002/0160824 Al) and further in view of 
Bedingfield, Sr. et al. (US 7,315,614 B2). 

Regarding claim 13, Mathis (US 2003/0083046 Al) and Goto et al. do not mention 
wherein each user identity having a plurality of telephone numbers associated therewith. 
Bedingfield, Sr. et al. teach each user identity having a plurality of telephone numbers (see col. 
1, line 60 to col. 2, line 20). Therefore, it would have been obvious to one of ordinary skill in the 
art at the time the invention was made to provide the above teaching of Bedingfield, Sr. et al. to 
Mathis so that user can maintain constant communication. 

Allowable Subject Matter 
3. Claims 8, 18, 21-23, 26-27, 31-33, 36 and 39 are objected to as being dependent upon a 
rejected base claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 

Regarding claim 8, Goto et al. and Mathis do not mention wherein the client terminal is 
arranged to communicate with the server using at least one of a Client-Sever Protocol (CSP) and 
a Command Line Protocol (CLP). 

Regarding claim 18, Goto et al. and Mathis do not mention generating a third set of users 
of the communications network which are the users of the first set that are registered to the 
service; sending said third set of users to the user terminal; presenting a second command option 
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via the user interface for allowing the user of the user terminal to select from said third set which 
of the registered users to subscribe to receive presence information on, as specified in the claim. 

Regarding claims 21-23, Goto et al. and Mathis do not mention wherein the user interface 
is arranged to present a second command option enabling the user to mark one or more of the 
user identities received in the result message and a third command option for automatically 
subscribing to said marked users, as specified in the claims. 

Regarding claims 26-27, Goto et al. and Mathis do not mention presenting to the user a 
second command option enabling the user to mark one or more of the user identities received in 
the result message; and presenting a third command option for automatically subscribing to said 
marked users, as specified in the claims. 

Regarding claims 31-33, Goto et al. and Mathis do not mention generating a third set of 
users of the communications network which are the users of the first set that are registered to the 
service, sending said third set of users to the user terminal for allowing the user of the user 
terminal to select from said third set which of the registered users to subscribe to; receiving a 
subscription from the user terminal; and sending presence information based on the subscription, 
as specified in the claims. 

Regarding claim 36, Goto et al. and Mathis do not mention subsequent to reception of a 
result message indicating the identities of other users that are registered to the server, performing 
of further steps of: presenting to the user a second command option enabling the user to mark 
one or more of the user identities received in the result message; and presenting a third command 
option for automatically subscribing to said marked users, as specified in the claim. 

Regarding claim 39, Goto et al. and Mathis do not mention determining which 
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users in the first set are registered to the service, performing of further steps of generating a 
further set of users of the communications network which are the users of the first set that are 
registered to the service; sending said further set of users to the user terminal for allowing the 
user of the user terminal to select from said third set which of the registered users to subscribe 
to; receiving a subscription from the user terminal; and sending presence information based on 
the subscription, as specified in the claim. 

Conclusion 

4. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to DAVID Q. NGUYEN whose telephone number is (571)272- 
7844. The examiner can normally be reached on 8:30AM-5 :30PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Lewis G. West can be reached on (571)272-7859. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 

Application Information Retrieval (PAIR) system. Status information for published applications 

may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 

applications is available through Private PAIR only. For more information about the PAIR 

system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 

system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 

like assistance from a USPTO Customer Service Representative or access to the automated 

information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/David Q Nguyen/ 

Primary Examiner, Art Unit 2617 
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